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REMARKS 

Applicant gratefully acknowledges the telephonic interview granted to Applicant's 
representative on January 27, 2010. Applicant also gratefully acknowledges the withdrawal of 
the rejections based on enablement, several grounds of indefiniteness and non-statutory subject 
matter. 

Claims 1-62 are pending in the application. By this Amendment, claims 1, 2, 21, 24, 25, 
and 46 are amended. Basis for the amendments is found throughout the specification and 
specifically at page 4, line 25 to page 5, line 1. No new matter is added by the amendments to 
the claims. 

Applicant respectfully requests reconsideration of this application in view of the 
following remarks. 

A. Summary of Telephonic Interview with Examiner 

On January 27, 2010, Applicant's representative conducted a telephonic interview with 
the Examiner. During the interview, Applicant's representative explained the distinctions 
between the Phillips reference and the presently claimed invention as discussed below. Potential 
claim amendments for advancing the prosecution of the case were also discussed. 

B. Rejection under 35 U.S.C. § 1 12. Second Paragraph 

The Office Action rejects claims 1-62 under 35 U.S.C. § 1 12, second paragraph, as being 
allegedly indefinite for failing to particularly and distinctly claim the subject matter which 
Applicant regards as the invention. In particular, the Examiner alleges that it is unclear how 
graphing the predetermined pricing metrics would identify the present value. Solely to advance 
the prosecution of this case, Applicant has amended the claims in the manner suggested by the 
Examiner so that the claims recite the expression "graphing the present value of each of the 
predetermined pricing metrics". Accordingly, this basis for rejection is obviated by the 
amendment. 

Applicant respectfully submits that the present claims satisfy the requirements of 35 
U.S.C. § 1 12, second paragraph. Accordingly, withdrawal of the rejection is requested. 
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D. Rejection under 35 U.S.C. § 103(a) 

Claims 1-4, 9-10, 20, 24-27, 32-33, 43, 46, 51 and 56 are rejected under 35 U.S.C. 
§ 103(a) as allegedly unpatentable over Phillips et al., U.S. Patent No. 7,133,848 ("Phillips") in 
view of a non-patent literature titled "Corporate Finance by Ross, Westerfield, Jaffe ("Ross"). 
The Examiner's basis for the rejection is that Philips allegedly discloses a method for analyzing a 
financial services pricing process, comprising the steps recited in the claims except for the step 
of determining present value and Ross discloses present value. The Examiner asserts that it 
would have been obvious to a person having ordinary skills in the art at the time the invention 
was made to combine the disclosure of Phillips with the disclosure of NPL-Ross. In particular, 
the Examiner states that the motivation for combining these references would have been to 
compare the present value of various predetermined pricing metrics. Applicants traverse the 
rejection and respectfully submit that the Office Action fails to establish a prima facie case of 
obviousness. 

To establish a prima facie case of obviousness, three criteria must be met: (1) there must 
be some suggestion or motivation to modify the reference or to combine reference teachings, (2) 
there must be a reasonable expectation of success, and (3) the prior art references must teach or 
suggest all the claim limitations. See MPEP §§ 2143 and 2143.03; citing In Re Vaeck, 947 F.2d 
488, 493 (Fed. Cir. 1991); In re Royka, 490 F.2d 1981 (CCPA 1974). In applying 35 U.S.C. 
§ 103(a), the following tenants of patent law must be adhered to: 

(A) The claimed invention must be considered as a whole; 

(B) The references must be considered as a whole and must suggest the desireability and 
thus the obviousness of making the combination; 

(C) The references must be viewed without the benefit of impermissible hindsight vision 
afforded by the claimed invention; and 

(D) Reasonable expectation of success is the standard with which obviousness is 
determined. MPEP § 2141 (citing Hodosh v. Block Drug Co., Inc., 786 F.2d 1 136, 1 143 n.5, 
229 USPQ 182,187 n.5 (Fed. Cir. 1986)). The criteria for establishing a prima facie case of 
obviousness are not established here. Phillips fails to disclosure or suggest each element of the 
claims. It is unclear from the rejection how the reference would be modified to meet the 
elements of the claims. 



-15- 



Attorney Docket No. 52493.000163 



Application. No. 10/028,284 



As discussed during the telephonic interview with the Examiner, the present invention is 
distinguishable from Phillips in that it provides a system and method that it is capable of showing 
revenues cascading down from a base list price to an invoice price and then to a pocket price. 
The present invention generates a waterfall output that illustrates revenue leaks to allow 
managers to conduct transaction price management in a manner that takes into consideration 
numerous transaction-specific elements. The Phillips reference fails to teach or suggest a 
method or system for illustrating the revenue leaks in the manner of the present invention. 

Specifically, Phillips fails to teach the process steps recited in the claims as asserted by 
the Examiner. For example, claim 1 recites "generating a waterfall". The Examiner states that 
Phillips discloses a method for analyzing a financial services pricing process, comprising the step 
of: "generating a waterfall". However, the Office Action fails to set forth, nor is it apparent 
based on Applicant's review, how Phillips allegedly constitutes a disclosure of "generating a 
waterfall" as recited in the present claims. The Examiner cites to col. 1, lines 19-25 and col. 8, 
lines 37-41. However, the section in column 1 only vaguely discusses the challenge of 
maximizing profits. The section at col. 8 only vaguely and briefly refers to displaying costs and 
discount numbers to the users in a spreadsheet. The referenced spreadsheet (Fig. 5 of Phillips) 
fails to show a waterfall display showing revenues cascading down to pocket price and 
illustrating revenue leaks. 

The Ross reference also fails to teach a waterfall and therefore fails to remedy the 
deficiencies of Phillips. Moreover, Ross is improperly combined with Phillips to provide the 
recited claim element of determining present value. Ross provides only a general discussion of 
present value. Nothing in Ross appears to suggest the use of a present value determination in a 
pricing system. Likewise, Phillips fails to even contemplate the use of present value 
determinations. In fact, at col. 7, lines 42-67, Phillips appears to teach away from the use of 
present value because it specifically discusses pricing of manufactured products and provides no 
other examples. The concept of present value is particularly relevant to financial products but 
not necessarily so for manufactured products. Therefore, there would be no motivation to 
combine or modify Phillips to utilize present value as disclosed by Ross. In the absence of any 
motivation to combine the references, the references are not properly combinable. And, even if 
improperly combined, the combination of the references still fails to teach or suggest all of the 
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elements recited in the claims, such as, for example, the element of "generating a waterfall" as 
described above. 

Although Applicants believe the present claims are not obvious in view of the cited 
references, Applicants have amended the claims solely to provide clarity and advance the 
prosecution of the case. Accordingly, Applicant requests withdrawal of the rejection. 

With respect to claims 5-8, 1 1-19, 21-23, 28-31, 34-42, 44-45, 47-50, 52-55 and 57-62 
which are rejected as allegedly obvious over Phillips in view of Official Notice, it is noted that 
the Office Notice does not overcome the deficiencies of the primary reference as indicated 
above. Moreover, Applicant does not concede that the Official Notice is admitted as prior art. 
Applicants believe that the Official Notice is improper because the elements must be considered 
in the proper context of the overall system, and as the system is not described or suggested in the 
art, each element in its relevant context cannot be said to be in the art. Even to the extent the 
Official Notice is deemed admitted as prior art, there must still be a motivation in the art to 
combine it with the primary reference. As described above with respect to the Ross reference, 
the Official Notice is not properly combinable with Phillips as the recited elements are not 
relevant to the method described by Phillips. Accordingly, the Official Notice is not properly 
combinable with Phillips, and even if it is improperly combined with Phillips, it still does not 
remedy the deficiency of the primary reference. Therefore, Applicant respectfully submits that 
the claims are not obvious in view of the cited references. 

Withdrawal of the rejection of all claims under 35 U.S.C. 103(a) is requested. 

E. Conclusion 

For at least foregoing reasons, Applicant respectfully asserts that the application is in 
condition for allowance. Favorable reconsideration and allowance of the claims are respectfully 
solicited. 

Should the Examiner believe anything further is desirable in order to place the 
application in even better condition for allowance, the Examiner is invited to contact Applicant's 
undersigned representative at the telephone number listed below. 

For any fees due in connection with filing this Response the Commissioner is hereby 
authorized to charge the undersigned's Deposit Account No. 50-0206. 
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Hunton & Williams LLP 
1900 K Street, N.W., Suite 1200 
Washington, D.C. 20006-1109 
(202) 955-1500 (Telephone) 
(202) 778-2201 (Facsimile) 



Respectfully submitted, 
HUNTON & WILLIAMS LLP 




By:_ 

James R. Miner 
Registration No. 40,444 
Scott F. Yarnell 
Registration No. 45,245 
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